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1 . Claim 17 IS objected to under 37 CFR 1 .75(c), as being of improper dependent 
form for failing to further limit the subject matter of a previous claim. Applicant is 
required to cancel the claim(s), or amend the claim(s) to place the claim(s) in proper 
dependent form, or rewrite the claim(s) in independent form. 1) this claim depends upon 
a future claim rather than a previous claim and 2) since claim 19 is drawn to an 
emulsion which requires water, this claim drawn to a particle with no water cannot be 
considered further limiting. 

2. Claim 22 is rejected under 35 U.S.C. 112, second paragraph, as being indefinite 
for failing to particularly point out and distinctly claim the subject matter which applicant 
regards as the invention. 

It is confusing to require that the silicone resin be added in the form of an 
emulsion when claim 19 requires that the silicone resin be in the form of a neat liquid, 
solution or meltable solid. Clarification is required. 

3. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

4. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

5. Claims 1 to 4, 8 to 1 1 and 18 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Decker et al. 

For the purposes of claim interpretation, the Examiner notes that she does not 
consider the units (i) (represented by subscript a) to be required in the silicone resin (B) 
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of claims 1 and 2. Note, for instance, that "less than .4" (the definition of a) embraces 0. 
Note too that dependent claim 5 specifically includes silicone resins that do not contain 
any such units (see for instance the second silicone resin in claim 5 having only "D" and 
"T" units, no "M" units). 

Decker et al. teach amino functional silicone resins that are used as toughening 
agents for epoxy resins. See for instance the abstract. The top of column 6 teaches 
various epoxy resins that meet the claimed component (A) in claims 1 and 2 as well as 
the epoxy resin in claim 3. 

Column 4, lines 47 and on, teach silicone resins that meet the claimed compon- 
ent (B). The Examiner notes that, even if M units of formula (i) in claims 1 and 2 were 
required, Decker et al. render obvious the presence of such units having an amino 
functional group attached thereto (column 4, line 52). 

Particular attention is drawn to the specific resins prepared in the examples. 
According to the Examiner's calculation, NH-1 has a corresponding "b" value of .14, but 
the silicone resins NH-2 and NH-3 both have "b" and "c" values that fall within the claim- 
ed range. As can be seen from Table II, these resins fall within the claimed NH equiva- 
lent weight range. These resins also meet the mole percent of silicon atoms having 
amino functional groups as well as the claimed weight percent of Si bonded aryl groups. 
These resins also meet the R groups in claim 4. In this manner Decker et al. anticipates 
claimed component (B). 

The Examiner notes that claimed component (D) is optional, since "up to" allows 
for 0. Thus for claims 9 and 1 0 note that this component is not required. 

For claims 8 and 1 1 , see column 7, lines 15 to 32. 

The epoxy and amino silicone resins react for form a cured composition, meeting 
claim 18. 

6. Claims 5, 1 2, 1 9 to 24 are rejected under 35 U.S.C. 1 03(a) as being 
unpatentable over Decker et al. 

For claim 5, the general formula for the silicone resins would have found some of 
the claimed silicone resins to have been obvious. See for instance column 4, lines 49 



Application/Control Number: 10/564,612 
Art Unit: 1796 



Page 4 



and on, and compare to the second silicone resin in claim 5. Note too that the only diff- 
erence between the silicone resin in this claim and that in the working examples is that 
the working examples include diphenyl siloxy units rather than phenyl methyl siloxyl 
units. This difference, though, is rendered obvious by the teachings on column 4, lines 
58 and 59, which specifically refers to siloxy units having phenyl methyl units. See also 
the sixth silicone resin in claim 5 which requires M units having an amino functional 
group. Such units are disclosed on column 4, line 52 (the units labeled d.). 

For claim 12, one having ordinary skill in the art would have been motivated to 
adjust the NH- and epoxy equivalent weight in the composition of Decker et al. in an 
effort to optimize and/or adjust the degree of crosslinking that occurs between the two 
reactants. Adjusting the ratio in the range of slightly above to slightly lower than a 1 :1 
ratio would have been obvious in an effort to ensure complete cure of at least reactants 
without having a large number of non-reacted functional groups remaining in the com- 
position. In this manner one having ordinary skill in the art would have found the claim- 
ed ratio obvious. 

For claim 19, Decker et al. teach casting the epoxy resin composition therein in 
an organic solvent. One having ordinary skill in the art would have been motivated to 
replace such a solvent with water, thus forming an aqueous emulsion, in an effort to 
reduce/eliminate the amount of VOC associated with the claimed composition. Such 
VOCs are known to have negative properties associated therewith. 

For claim 22, on one hand note that this is a product by process requirement that 
need not specifically be taught by the prior art. On the other hand, since it would have 
been obvious to form the composition as a whole into an emulsion, adding the compon- 
ents individually in an emulsion form would have been obvious to one having ordinary 
skill in the art in an effort to expedite the emulsion formation. 

7. Claim 7 is objected to as being dependent upon a rejected base claim, but would 
be allowable if rewritten in independent form including all of the limitations of the base 
claim and any intervening claims. 

The prior art fails to teach or suggest such a specific silicone resin. 
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8. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Margaret G. Moore whose telephone number is 571- 
272-1090. The examiner can normally be reached on Monday and Wednesday to 
Friday, 10am to 4pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, James Seidleck can be reached on 571-272-1078. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Margaret G. Moore/ 

Primary Examiner, Art Unit 1796 
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12/20/08 



